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• COPYRIGHTS
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CONFIDENTIALITY/NON-DISCLOSURE 
AGREEMENTS/NDAs
• Protects against unauthorized disclosure to third 

parties

• Under state contract Law

• Life span by agreement

• Does not Cover if: In public domain, Received info 
from 3rd parties, Already working on invention, etc.

• Read carefully: Some limit protection to granted 
patents, etc.
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• First to File in U.S.A started March 16, 2013

• First to Invent in U.S.A. ended by March 15, 2013
• Not Recommended - Unopened Letters

• One Year Rule From Most Public Disclosure

• Three Fee Structures now in U.S.A.
– Micro entity: up to 4 nonprovisional applications, income less than 

approximately $150,000 per year, non licensing to others totals less than 
500 employees

– Small entity: less than 500 employees and licensing to other totals less 
than 500 employees

– Large entity: more than 500 employees, or licensing to others totaling 
more than 500 employees 

FIRST TO FILE FOR U.S. PATENTS
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Public Disclosure and U.S. Patent 
Applications
• PUBLIC DISCLOSURE: 
• Publications
• Sales and offers to sell
• Publicly Available on the World Wide Web
• Inventions at Flea Markets, Open Forums
• Disclosures and Inventions opening shared without 

Confidentiality Agreements.
• Unclassified Document distributed toward broad assortment 

of government  agencies, private corporations, and universities.
• Accessible Publications of Foreign Patent Applications.
• Accessible Grant Proposals, loan applications
• Public Demonstrations (i.e. at tradeshows)
• Market Testing Demonstrations
• Unsupervised Experiments for purpose of determining 

customer acceptance,  pricing, and marketing strategy.
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Public Disclosure and U.S. Patent 
Applications (cont.)

NON PUBLIC DISCLOSURE
• Experimental Use Only-Use by Inventor themselves or by any 

person under direction, by way of experiment, to bring the 
invention to perfection...

• Invention Disclosures limited in-house (within companies, 
businesses)

• Invention Disclosures, Shared After Using Confidentiality 
Agreements/Nondisclosure Agreements

• Government Classified Subject Matter (i.e. Secrecy, Top Secret, 
etc.)  Secret Use
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Public Disclosure and U.S. Patent 
Applications (cont.)

LIMITED EXTENSION
• Extension of One-Year Allowed For U.S. Provisional Patent 

Application For Utility Patent Only.

MOST FOREIGN COUNTRIES-FIRST TO FILE
• Foreign Laws Often Bar a Patent Immediately, as Soon as the 

Invention is Published, or exploited, either anywhere or inside the 
country at issue.

GENERAL RULE FOR FOREIGN FILING:
• File In the U.S.  First before making invention public, then can file 

up to one year for most foreign countries.
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Public Disclosure and U.S. Patent 
Applications (cont.)

RUNNING CLOCK
• Once Started, public disclosure clock doesn’t stop

(Even if invention abandoned, made secret)
LIMITED EXTENSION
• Extension of One-Year Allowed For Provisional Patent Application 

For Utility Patent Only 
MOST FOREIGN COUNTRIES-FIRST TO FILE
• Foreign Laws Often Bar a Patent Immediately, as Soon as the Invention is 
Published, or exploited, either anywhere or inside the country at issue.

GENERAL RULE FOR FOREIGN FILING: File In the U.S.  First before making 
invention public, then can file up to one year for most foreign countries.
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U.S. PATENTS 
www.uspto.gov

*    PATENT PENDING/ PATENT APPLIED FOR
      Four Ways to Get Patent Pending Status

1. PROVISIONAL- 1 Year Patent Pending Only For Utility Inventions
2. UTILITY-Functional and 20
3. PLANT-New Variety of Plants and 20
4. DESIGN-Appearance Only and 15

PATENT PENDING-Applied for Protection

PATENTED-Provides Ownership Rights to Exclude Others From Making, Selling, or 
Using for a limited lifespan

Enforcement When Granted for Utility, Plant and Design Patents



UTILITY INVENTIONS
Categories:  Processes, Machines, Manufacturing,  Compositions of Matter, 

Examples: Electrical, Mechanical, Chemical, Processes, New Uses, Improvements, 
Computer Programs More than Mere Automation,  Some Business Methods (WEB, Etc. 
) Possible for Machines, Manufacturing, or Compositions of Matter

Government Filing Fees, Issue Fees and Maintenance Fees for 20 Year Life

PLANT INVENTIONS
• Invented or Discovered and Asexually Reproduced a Distinct and New Variety 

of Plants
 
• Government Filing Fees, Issue Fees and Maintenance Fees for 20 Year Life

U.S. PATENTS 
www.uspto.gov



DESIGN INVENTIONS
• New, Original, and Ornamental Designs having Visual Characteristics(Appearance)
• Government Filing Fees, Issue Fees,  No Maintenance Fees for 15 Year Life

NOT PATENTABLE
• Laws of Nature
• Physical and Natural Phenomena
• Scientific Principals, general theories
• Mathematical Algorithms Only
• Abstract Ideas since invention must be described or enabled for one of ordinary 

skill in the art to make and use the invention
• Literary, Dramatic, Musical and Artistic Works(Copyrights)
• Mental Processes and Methods of Doing Business Requiring Only Human 

Intelligence
• Immoral or Illegal Products
• Perpetual Motion Machines

U.S. PATENTS 
www.uspto.gov



Helping Businesses Grow & Succeed

PROVISIONAL APP UTILITY APP
Professional
Prior Art Search  $1,900.00 $1,900.00
(PTO Examiner Consulted, Internal PTO
search engine, Patent Attorney/Agent 
Written Opinion)   

Government Filing Fees  $140.00    $785.00
(small entity)

Legal Application Preparation $2,500.00 $6,000.00

Patent Pending  $4,540.00 $8,685.00
                                                               (no examination)                       (Examination begins)    
Government Filing Fee/
Utility Patent(Small entity)      $785.00     ----

Conversion to Utility Application
(within 1 year) Legal Fees  $5,500.00   ----

              $10,825.00           
             (Examination begins)

            24-36 Months Later             24-36 Months Later 
                       Patent Issues               Patent Issues

            20 Year Patent Life  20 Year Patent Life      
                            Begins Retro-Active                  Begins Retro-Active

            to Utility Filing Date                             to Utility Filing Date

ROUTES FOR A U.S. UTILITY PATENT
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PROVISIONAL PATENT APPLICATIONS 
ADVANTAGES
Government Filing Cost (Micro-entity/Small Entity/ Large Entity)

Provisional     $70.00      /    $140.00     /     $280.00
Utility         $430.00    /    $785.00     /     $1,720.00

Up front Legal Preparation Cost
Provisional – Less
Utility – More

Patent Pending Status
“Patent Pending” or “Patent Applied For” 
can use this status with provisional

Foot In The Door
Filing a provisional extends One Year Public Disclosure

Extension of the 20 Year Patent Term
First file Utility application, within one year convert to Provisional, within one year 
convert back to Utility patent

Further Time for Development
Extra year to develop invention, determine marketability, acquire funding/capital, 
seek licensing and manufacturing 
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No Examination
Provisional does not get examined by the Patent Office unless converted into Utility 
Application.

More Expensive Than Utility Application
Higher overall cost due to two government filing fees.

Detrimental to Foreign Patent Rights
Filing provisional starts one year clock for filling in some foreign countries. 

Less Credibility and Recognition by Others
Knowledgeable (industry) people place less value on Provisional than Utility Application

Delays 20 Year Patent Enforcement Life
Provisionals are preliminary status and are unenforceable compared to a utility patent. 
Market protection begins when a
patent is granted, not with a provisional application.

PROVISIONAL PATENT APPLICATIONS 
DISADVANTAGES 
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PROVISIONAL PATENT APPLICATIONS 
DISADVANTAGES (cont.)

Goes Abandoned Unless Converted
Provisional applications must be converted into utility application within one year 
and there are no extensions of time allowed.

False Sense of Security
Because the provisional application is not examined by the Patent Office, the 
inventor may believe their invention is written and complete as a utility app. The 
inventor can not rely on the priority Filing date of the Provisional app if the Utility 
app must be modified.

Most Say “File Utility Instead”
Most large businesses, law firms, the Patent bar, educators, and the Patent Office 
agree that if someone files a Provisional app it should be converted into a utility 
app as quickly as possible.

May Lose a Patent Race
Even if you file a provisional first, a second party filing a utility could get their 
actual patent before you, because provisionals are not examined by the Patent 
Office.
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TRADEMARK/SERVICE MARKS/TRADE DRESS – 
UNIQUE NON DESCRIPTIVE SOURCE IDENTIFIERS

FOR PRODUCTS AND/OR SERVICES
www.uspto.gov

CAN COVER:
I. NEW PRODUCTS – NAMES, ETC.
II. PACKAGING - DESIGNS
III. ADVERTISING SLOGANS/JINGLES
IV. ICONS, LOGOS, GRAPHICS
V. WEB PAGE, DESIGN, SOUNDS, GRAPHICS
VI. SOUND, SCENTS, COLORS
VII. BUILDING DESIGNS
VIII. EXTERIOR IMAGES (GOLF COURSE DESIGNS, “VIEWS”)
IX. CUSTOMER NICKNAMES (“COKE”, “LaQUITA”)
X. DOMAIN NAMES
XI. 800 NUMBERS
XII. BUSINESS IDENTIFIERS – TRADE NAMES, SERVICE NAMES

A. FEDERAL TRADEMARKS
I. $375.00/CLASS ($325.00/Class online + paper, $275.00 online, $225 online plus)
II. Constructive notice nationwide, evidence of ownership. Federal court jurisdiction, Basis for 
obtaining foreign registrations, File U.S. Customs to prevent importation with infringements. 

B. STATE TRADEMARKS $87.50/CLASS in Florida
C. COMMON LAW TRADEMARKS – CONTINUOUS USE IN GEOGRAPHICAL LOCALE (Grandfathered In

       Use)
D. INDEFINITE LIFESPAN IF CONTINUOUSLY USED, ENFORCED, RENEWED GOVT. FEES
E. SYMBOLS – TM(trademark for goods), SM(services mark for services)
      REGISTERED ® (used only when federal trademark has been registered)
F. BEST EXAMPLES TRADENAMES, SLOGANS, SYMBOLS, BRAND NAMES, COCA COLA
                             30+ BILLION DOLLARS
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COPYRIGHTS - UNIQUE ARTISTIC EXPRESSIONS
                                           www.copyright.gov
A. COPYRIGHTABLE SUBJECT MATTER

(Original Works of Authorship in Tangible Form)
I. ARTWORK, DECORATION
II. PHOTOGRAPHS
III. COMPUTER PROGRAMS - SOURCE CODE
IV. TEXT 
V. AUDIO/VISUAL WORKS

A. MANUALS
B. ADVERTISEMENTS
C. PROMOTIONAL MATERIALS
D. TRADE SHOW/ CUSTOMER PRESENTATIONS
E. WEB PAGES

VI. MUSIC
VII. MASK WORKS
VIII. ARCHITECTURE

B. WORK CREATED IN-HOUSE
I. IN COURSE AND SCOPE OF EMPLOYMENT
II. BEYOND SCOPE OF EMPLOYMENT

C. WORK FOR HIRE
I. LIMITED DEFINITION
II. ASSIGNMENT

D. I. COMMON LAW - WHEN CREATED ©
-Difficult to Enforce

II. FEDERAL - LIBRARY OF CONGRESS $35/$55 Online Filing/ $85 Paper Filing ©
LIFE OF AUTHOR PLUS 70 YEARS/ 95 YEARS FROM PUBLICATION
WITHIN 3 MONTHS OF CREATION FOR STATUTORY DAMAGES 
    AND ATTORNEY FEES
BILATERAL PROTECTION FOR MOST COUNTRIES 

SYMBOLS ©COPYRIGHTED, COMPANY NAME, ALL RIGHTS RESERVED
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TRADE SECRETS A
• Any business information that is not common knowledge in the trade 

(i.e., secret formulas, customers, suppliers, ideas, marketing info..) and 
info gives competitive advantage

• Protected Under State Contract Law and State Regulations

• Federal Statutes Cover Potential Misuse

• Life Span Indefinite If Kept Secret

• Agreements to Keep Secret: 
Employee + Nondisclosure + Noncompete Agreements
Information Marked Proprietary, Confidential, Secret
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TRADE SECRETS B

• Restricting access: Many companies restrict physical access to 
confidential material only to the employees who have a “need to know.”

• Labeling documents: Sensitive documents should be stamped or labeled 
“confidential,” “proprietary,” “restricted,” or “secret.” If possible, these 
documents should be secured when not in use.

• Password protecting confidential computer files: Providing employees 
with clearance to view confidential information by using secure 
passwords can restrict information on a company’s computer network, 
Web site, or internet.

• Maintaining logbooks for visitors and maintain logbooks for access to 
sensitive material

• Maintaining adequate security measures: Shredders to destroy 
documents. Desks and cabinets that can be locked and secured. Alarms, 
security systems, and security personnel to protect a firm’s premises.
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ENHANCE CHANCES FOR SUCCESS

I. BUSINESS PLAN
a) MOST BUSINESSES FAIL.  WHY SHOULD YOU?

II. DELEGATING
• LET GO: YOU DON’T HAVE TIME TO CHANGE YOUR OWN OIL to 

RUN A MILLION DOLLAR COMPANY
HIRING THE NECESSARY EVIL PEOPLE
• ACCOUNTANTS
• ATTORNEYS
REGISTERED PATENT ATTORNEYS vs. PATENT AGENTS
BRINGING IN HELP
• INVESTORS
• PARTNERS
• RELATIVES/FRIENDS

III. NETWORKING AND EDUCATION/EDUCATION/EDUCATION
 a) SBDC WORKSHOPS/COUNSELORS
 b) INVENTOR CLUBS - THE “AA” MEETINGS FOR INVENTORS.
 c) WRITER CLUBS = THE “AA” MEETING FOR AUTHORS AND ARTISTS
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PERSISTENT S.O.B.s

SUCCESSFUL CREATORS OF INTELLECTUAL PROPERTY INCLUDING INVENTORS, AUTHORS, 
TRADEMARK CREATORS HAVE NONE OF THE FOLLOWING IN COMMON:

• Subject matter is not in common

• Age is not in common

• Gender is not in common

• Education is not in common

• Experience is not in common

WHAT ALL SUCCESSFUL ENTREPRENEURS OF INTELLECTUAL PROPERTY HAVE IN COMMON IS 
THAT THEY ARE ALL  PERSISTENT S.O.B.s

• They don’t give up

• They don’t take “NO” for an answer

• They are the best salesperson for their ideas

• They put their money where their mouth is

• They’re willing to put their own money and time in to make it work (usually years and thousands 
      of $)
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SCAMS

I. INVENTION MARKETING COMPANIES (1-800-SEND US $$$), 
TV, RADIO ADS, MAGAZINES

• IF IT SOUNDS TOO GO TO BE TRUE ... IT IS A SCAM
• UNENFORCEABLE CONFIDENTIALITY AGREEMENTS
• $8,000 PATENT SEARCHES
• WORTHLESS DESIGN PATENTS
• UNLICENSED ATTORNEYS
• UNINSURED COMPANIES
• CHECK WITH THE BETTER BUSINESS BUREAU
• CHECK WITH THE OFFICE OF CONSUMER AFFAIRS
• REFERENCES/EXPERIENCE/TRACK RECORD
• LEGITIMATE MARKETING COMPANIES TRADITIONALLY 

TURN DOWN MOST IDEAS

II.  SCAM BROCHURE AT U.S.P.T.O. (Listings of Bad Companies at U.S.P.T.O.)

III. MORE GARBAGE

• Paralegal Companies (Web-based, storefront)
• Ex Criminals
• Bad work
• Look for Disclaimers, they are NOT OFFERING LEGAL ADVICE

IV. VENTURE VULTURES (51% OWNERSHIP -- MONEY IS CONTROL)

• 51% OWNERSHIP – MONEY IS CONTROL
• 50/50 Also a Problem
• 18% Credit Card Interest Better than Having Partner
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GENERAL MARKETING OF YOUR INTELLECTUAL PROPERTY
(IP-Patents, Trademarks, Copyrights, Trade Secrets)

I. LICENSING
      -Difficult to accomplish

Most companies are not interested in you IP
      -Royalties-Often 1% to 7%, lesser amount for unknowns

$100 item @ 1% or $1 in royalty per unit
      -Invention Promotion Firms – common tactic for REPOFF.
      -More Dependent on Others to “Run the Show”

Need to rely on other business and their needs first
      -Still Need Business Plan since first timers often have no track record, and no history with product 
marketing.
      -Less Risk than Manufacturing 
      -Less expensive than manufacturing since others absorb majority of costs and expenses 
    
       TYPES OF LICENSES
        A. EXCLUSIVE-Generally One Licensee

        SINGLE LICENSE
        FIELD OF USE LICENSE
        GEOGRAPHIC LICENSE

       B. NON-EXCLUSIVE-Plural Licensees
  
II. MANUFACTURING-”Run the Show”
       -Higher change for larger payout-Profits greater than royalties 

$100 item, with $50 profit
       -Greater expenses than licensing. Can include costs of molds, manufacturing, distribution, marketing, 
personnel, etc. 
       -Greater Risks over licensing. Liabilities, warranties and guarantees. 
       - Need Business Plan.
       -May need partners for investments, management, etc.
       -You Run the Show, and your needs are first.
       -Recommended over Licensing if you can do it!

III.   ASSIGNMENTS
        ONE TIME TRANSFER OF OWNERSHIP OF RIGHTS
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AMERICAN MAXIMS

§ You Know You Made IT….WHEN YOU ARE BEING RIPPED OFF!

§ HIGH PROBABILITY OF A RACE GOING ON 
   (Edison - Light bulb, 

       Wright Bros. - Flying Machines)

§ TWO ROADS TO FOLLOW:
1) Protect It – Intellectual Property
2) Marketing Path (Business Plan)


